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AMERICAN ARBITRATION RASSOCIATION
COMMERCIAL TRIBUNAL, LOS ANGELESR

ASR DATA ACQUISITION & ANALYSIG,

LLE, a Texaz limited lisbility
COMpAnY,

;gﬁ Case No: 72 117 (01269

DRDER OF INMJONCTION
Claimanzg,

GUIDANCE SOFTWARE, INGC.,

Respondent and Cross-
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INJUNCTION

Upenn good cause so  appearing, Kespondent GUIDANCE
SOFTWARE, INC., a ¢alifornia corporation, its principals,
owWners, agents, successors and Afsigna (hereinaftar refarred
toe a3 GUIDANCE) are hereby enjoined as follows:

1. GUICANCE is prshibited from selling, distributing or
marketing the 8oftware which 1t hag been inmproperly seliling
under the EBCASE trademark or any other Computer Software, az
defined below, unless all sueh sales, disgrribution, or
mirketing are in full and complete compliance with the Ocrober
15, 1957 Exclusive Licensing Agresment (hereinafter yreferreed
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to &8 “Agreement”) including, buwt not limited to, RECITAL D
therecf and Sections 1.2, 1.5, 1.6, 2.3, 2.5, 3.1(A and B),
3.2, 3.3, 4.5, d4.5{a), 4.5{¢c! therecf. The term “Computer
Software™ shall mﬁan all Windows versiens of software which
azslst in analyzing all or a porticn of a computer’s sclitware,
operating systems, internal codes, file strugture, dirsctory
strutture, computer hardware markings and/or ldentifiexrs so as
ta determine the state of the computer, its storage media and
its software on a given date and time of examination. Such
gengept includes the ability to prevent changes to the
computer’s software and/er imternal components and developing
a “snapshot” of the computer softwars and SpPerating systems as
of the date and time of axaminavion.

2. GUIOANCE is prohibitved from selling, distributing or
marketing any Computer Software (ag defined above in paragraph
1} unger the trademark ENCASE oz any other trademark other
than EXPERT WITNESS

B GUIDANCE §8 prohibived from committing any acts
which would slander, libe)l or constitute trade disparagement
of Claimant RSE DATA ACQUISITION & ANALYSIS, LLC, a Teuas
limited liability company, its principals, owners, successors
and assigns (hereinafter referred to as “ASE DATA“) or ASR
DATA' 9 trademark EXPERT WITNESS.

4. GUIDANCE ias ordazed to .provide teo ASR DATH with
copies of the current and all future versions of the Comput ez
Software (which it has been Lmproperly selling under the
trademark ENCA3E) in agcordance with section 2.5 of the

Agreement.
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5. This injun=ticn shall continue for the term of the
Agreement in accordance with gestion 5.2 (Term) thereof.
Bespectfully submlited,

RS Q
P 3 L‘ouin ! Esq
hrbnr

£: AL TALIR-1337, BOC AT Scplizcd fdp3
[AFEES
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The Jarbitration was conducted over three dgdays during
which testimony was prasented and dociumentary evidence was
introduced. The arbitrater, having considerad the enbkire
record and the legal argument of counsel, insluding the
June 4, 1%%% letter and enclosure from Rewpondent’s counsel
and the June 23, 1995 letter and enclosures from Claimant's
counsel, finds and determines as set Torth herelnaftex.

RISCUSSION
A. The Clains

This matter arises out of the relationshlp betwesan the
parties a5 evidenced by the Agreement, to be digcussed
hareinaftar. Both parties made claims of breach of contract
again=t each other and seek damages and injunctive zrelief

baszad upon these alleged broachex.

B. The Agresment
The svidence shows that (laimant established a business

for a specialized dats acquisition and forensjic analysis
software product for use with & Macintosh computer operating
systamn, This software wag sold under the trademark EXPERT
WITHNESS. Claimant »ffarad Respondent and Respondent accspted
an exclusive license to create and market Windows~based
saftware products wutilizing the same oconcept and An the
Agreement, Respondent agreed; inter'alin, that it:
1. “Shall use and put forth its reasonable best efforts
to {1} promote the Expert Witness Concept and malez af
the Product throughout the antire Hﬁfld; {iL) &gt in a
manner designed to maximize benefit to both Parties to
this Agregmgnt; (iii} update, supplement, and further
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develop the Expert Witness cencept, products, materials
#nd marketing tools in furcherance of the parties’ mutual
interest; and (iv} devote »such time efforts to the
fulfillment of the parties’ obligations and oblectives
under thiz RAgreement as are reasonable and appropriate.
[See Section 4.5 of the Agreement).
2. Pay a licenwe fee to claimant pursdant to hrticle
1i¥ of the Agxeement.
£ Provide Clsimant witn a "“copy of amy varsion (past,
present, or futurs) of or modificetion pr anhancement to
sald executable program immediately upon” Claimant’s
written reguest therefor {see Section 2.5 of the
Agreamant) ,
C. Breaches Of The Agreement By Respondant
Tha arbitrator finds, as more apecifically set forth
hereinafter, that Claimant has shown by a preponderance of the
evidence that Respondent breached the Agreement.

T Breach Of Tha Rest Bfforts Clauss

The evidence is overwhalming that Respondent i1s in bresch

of the besat efforts clause. Baginning less than a year after
the Octebar 15, 19%7 date of the Agreemeni, Respondent ceasad
promoting the Expert Witness Concept and chanq#d the name of
the scitware product to Respondent’s trademark ENCASE. Since
the fall of 1958, Respondent has totally failed to ™act in a
rmanner designed to maximize benefit to both parties.” Rather,
the evidente is coverwhelming that all of Respondent’'s afforts
have bean %0 maximize Respondent’s bansafits to the detriment

of Claimant and Claimant’s principsl Andrewv §. Rogen.
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Tha evidenie, moresver, i cvervhelming that nst only did
Regspondent cease all efforta ts benefit Claimant but did duat
the opposite end disparaged the reputatien of Claimant and
Andrevw $. Rogen.

2, Breach Of The Obligatien To Pay R License Fes

The preponderance of evidense shows thaet the Respondent

failed since Cctober, 1998 to pay to Claimant the License fees
due for software subject to Article JII of the royalty terms
of this Bgreement.

The preponderance of evidence iy that the danesges owed to

Claimant by Respondent aze at lesst SN

3. Breach Of The Failure To Provide Yersions OF The

windows Sofiwaye

The preporderance of evidence shows that Respondent has
refused since October, 1938 t& respond to reguests from
Claimant for the updated versions of the WINDOWS software as
Respondent iz obligated to provide pursuant to Section 2.3 of
the Agreement.

D. Respondent’s Defsnses

Respondent asserts that it rightfully terminatad the
Rgreament because of macarial bresches by Claimant of the
Agreement. The Respondent’s positien 18 that ([a) tha
Agresment reguires the mark EXFERT WITNESS to be regiscrable
as & trademark in the U.S. PFatent and Trpdomark Officer (b}
that the trademark EXPERT WITNESS must be fraa of any possible
trademark infringement claime {including any possible criminal
liability for using & counterfeit mark} and {c) Respondent is

damaged by baing assocjated with Mr. Andyew 5. Rosen.
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E. Alleqged Breaches Cf The Agraement By Claimant
The arbitpator £finds, as more specifically set forth

nereinafter, that Respondent has not shown that Claimant has
breached tha Agraamant.

1. Eegistrability Of The EXPERT WITNESS Trademark
The unambiguous language of the Agresmant does not

require that tha EXPERT WITNESS mark be registrable. The
Rgreement merely recites that “en Applicatipn for federsl
trademark registration with respest €& the wmark “EXPERT
WITMESS for wse with auch software, lidea and concept is

anticipated to be filed within ninety {90) days after the date

on which this Agreemsant 1 axecuted.” (Emphasis added.) The
preponderance of evidence provas that Claiment has fulfilled
this obligation. The recent Office Action by the Examining
Attorney, Vausesa J. Coopar, of the U.%., Patent and Trademark
Office, i3 not ralevant. In fact, even if registrebility was
required by the Agreement (which it doas not), this initial
refusal would not be relevant. Such refusals ara commonplace
and the Examining Attornay states in her refusal that
*although the Examining Attorney has refuged registration, the
applicant may respond to the yefusal to registey py submitiing .
avidance and srgumenta in support of registration.” '

2. Civil And/Or Criminal Liabllity

Reapondent's aexpert witness, Mténic R. Sarxabia, II,
Esq., opined that the termination by Respondent was justified
because of porventisl civil and eriminal liability for using
the mark EXPERT WITNESS onr  the Windows-based software. The

srbitrator falls to find any tenable basis for Mr, Sarabia’s

-5-
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conclusion. The Lanham Act, the Califermia Business and
Profession Code § 14320 and Penal Code ¢ 350 ail have in
zammon the requirenent that ths merk in dispute be confusingly
similar to another’s mark. ¥No cradible avidence of likelihood
of confusion was presentad,  Reapondent’s tradesmark expert,
Mr. Sarabia, was specifically quaried as to whetrher tha EXPERT
WITNESS softwars might overlap the services provided by a
third party, Expert Witness Services, Inc. Mep. Sazablia opined
that “Lawyere might, yes.” {Emphasis added). Even if the
Agreement required that the mark be free of civil liability
iwhich the Agresement does not), tha avidance of what “might”
oceur is wholly daficient in prowing likelihood of confusion.
The azbitratoz [urther notes thAT the Agreement specifically
includes an indemnity for civil damages. Rs to the potential
for cziminal Liability, no eradible svidence waz prodused by
Respondent or Respondent’s axpert witneaa. Resxides requiring
that the mark at lssue be confusingly similar, Califarnia
Fenal Codea 350 raguires that thiz mark bg a “counterfeit of a
mazrk” and defipes counterfeit as “& spuzious wmark that is

idantizal with, or ceonfusingly similar to, a ragistersd mark

and is used on or in connection with the same type ol goods or
servieceaa ™ {Emphasis added) . Ho evidence wbs offsred that

provides any basia for econcluding that the use of EAPERT
WITHESS mark could be an infraction of the Penal Codae.

3. wezpondent Iz Dama Mz, Bosen’s tation

The srbitcater fallas to fingd any basia for termination of
the RAgreement by Respondent on this (or any other ground).
fespondent was repreFented by counsel Jduring the n=gotiation
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of the Agrssment., Thera is no evidence that Respondent’s
counsel ever attempted to include any-“diicloaure" provision
in the Agreament that would have reguired Mr. Rosen Lo reveal
rhe things which Respondent now coptends provide a basis for
lee termination of the Agresment.

Even if relevant {such relevance not having baen proven)
there is no credible evidencs trthat Reapondent’s privcipel,
Shawn MeCreight, was misled by Claimant’s grincipal. What is
clear from tha testimony, howaver, 18 that Mr., Shawn
McCreight, on March 31, 1999, deliberately smeared and
disparaged Claimant’s principal, Andraw Roagen, te at least ona
potential cgustemar of the EXPERT WITHESS software, pamely
I
[ Bedpohident ‘3 Countezclaims
Respondent couﬁterclaimaﬂ for Breach of Contract, Reclsion,
and Permanent Injunction. The arbirratsr finds, afrer
considering all of the evidensse, that Respondsnt has not
proven any counterclaims againat Claimant.

G. Sunmma ¢ _

In surmary, ¢the arbitrator finds <that <Claimapt i3
sntitied te an Order of Injunction, meney damagas, interest,
the adminlstrative fees, the azkbitrator's compensation and ita
attormey’s faay. The arbitrator has not sttempted to cutline
21l of the evidence as to any particulay claim or isesve, nor
haa the arbitrator attempted to address hatein al) pogiviona
taken by the partisa. The arbitratsr has considered all of
the evidence and has weighed the cradibility of tha witneesas
in reaching the determinationy heredn,
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Dated: H?Af RO,&jé‘f
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Sitting as Arhitrator




